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Patent 
230/045 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re the Application of: ' 



Serial No. 08/980,523 

Filed: December 1, 1997 

For: ADAPTOR PROTEIN FRS2 AND 
RELATED PRODUCTS AND METHODS 



SUBMISSION OF MISSING PARTS AND RELATED APPLICATION PAPERS 

Box MISSING PARTS 

Assistant Commissioner for Patents 

Washington, D.C. 2023 1 



1. DOCUMENTS ENCLOSED: 

In response to the NOTICE TO FILE MISSING PARTS OF APPLICATION UNDER 
37 CFR L53(f), which was mailed by the Patent Office on March 3, 1998, enclosed are: 

1^1 Combined Declaration and Power of Attorney, signed in counterpart 

|3 Assignment of the invention to NEW YORK UNIVERSITY MEDICAL CENTER 
(together with PTO Form 1595) 

□ A Verified Statement to establish "Small Entity Status" under 37 CFR 1.9 and 1.27. 

^ * A copy of the Notice to File Missing Parts of Application under 37 CFR 1 .53(f). 



I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the 
United States Postal Service on the date shown below with sufficient postage as First Class Mail in an envelope 
addressed to the Assistant Commissioner for Patents, Washington, D.C. 2023 1. 



Group Art Unit: 1643 



Haruhiku Kouhara et al. 



Examiner: 



Sir: 



CERTIFICATE OF MAILING (37 C.F.R. § 1.8a) 



Date of Deposit 
SD-80959.1 



September 2. 1998 




Patent 
230/045 



REQUEST FOR EXTENSION OF TIME: 



The proceedings herein are for a patent application and the provisions of 37 CFR 1 llfi 
apply. 1JO 

Applicant(s) petitions for an extension of time under 37 CFR 1 . 136 [fees: 37 CFR 
1 . 1 7(a)-(d)] for the total number of months checked below: 



EXTENSION 
(months) 



1 st month 
1 st & 2 nd months 
1 st , 2 nd & 3* months 
l I \2 nd ,3" , &4* months 



FEE FOR SMALL 
ENTITY 



FEE FOR OTHER THAN 
SMALL ENTITY 



$55.00 
$200.00 
$475.00 
$755.00 



IKI 



$110.00 
$400.00 
$950.00 
$1510.00 



3. 



FILING FEES 



BASIC FILING FEE: 


$790.00 


lotal Claims 19 .20 = 0 x $22 


$0.00 


Independent Claims 1 1 .3 = g x $g2 


$656.00 


Multiple Dependent Claims $270 (if applicable) 


$0.00 


Surcharge 37 CFR 1.16(e) $130 (if applicable) 


$130.00 


TOTAL OF ABOVE CALCULATIONS 


$1,576.00 




Reduction by Y2 for Filing by Small Entity. Note 37 CFR 1.9, 1.27, 
1.28. If applicable, Verified Statement must be attached. 


$0.00 


Extension of Time (from above) 


$1,510.00 


Assignment $40 (if applicable) 


$40.00 


TOTAL FEES SUBMITTED HEREWITH 


$3,126.00 



4. METHOD OF PAYMENT OF FEES: 

£3 A check in the amount of $3, 1 26.00 is enclosed to cover the above fee(s). 
□ Charge Deposit Account No. 12-2475 in the amount of 



SD-63346.1 



2 




Patent 
230/045 



The Commissioner is authorized to charge Counsel's Deposit Account No. 12-2475 
for any fees required under 37 CFR 1.16, 1.17 and 1.445 that are not covered, in 
whole or in part, by a check enclosed herewith and to credit any overpayments to said 
Deposit Account 12-2475. 

Respectfully submitted, 
LYON & LYON llp 



Dated: 



By: 



Charles S. Berkman 
Reg. No. 38,077 



633 West Fifth Street, Suite 4700 
Los Angeles, California 90071-2066 
(213) 489-1600 



SD-63346.1 



3 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Box D AC 

Attn: Office of Petitions 

In re patent application of 
Haruhiku KOUHARA et al. 
Serial No. 08/980,523 
Filed: December 1, 1997 

For: ADAPTOR PROTEIN FSR2 AND RELATED PRODUCTS 
AND METHODS 

Amedment Accompanying Change of Inventorship under 37 CFR § 1.48(a) 



Assistant Commissioner of Patents and Trademarks 
Washington, D.C. 20231 



The undersigned requests that the inventorship of the captioned application 
be amended to delete James W. Schilling, Jr. as an inventor of the subject matter 
claimed therein. 

Submitted herewith under separate cover is a Petition to Correct 
Inventorship and a Fee as set forth in 37 C.F.R. § 1.17(i). 

It is believed that no additional fees are required; however, the 
Commissioner is hereby authorized to charge any deficiency or credit any 
overpayment to Deposit Account No. 19-0741. 



Foley & Lardner 
3000 K Street, N.W. 
Suite 500 

Washington D.C. 20007-5109 
Telephone: (202) 672-5300 
Facsimile: (202)672-5399 



Attorney Docket No. 038602/0132 



Sir: 



Date 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Box D AC 
Attn: Office of Petitions 

In re patent application of 
Haruhiku KOUHARA et al. 
Serial No. 08/980,523 
Filed: December 1, 1997 

For: ADAPTOR PROTEIN FSR2 AND RELATED PRODUCTS 
AND METHODS 

Petition to Correct Inventorship Under 37 C.F.R. § 1.48(b) 

Assistant Commissioner of Patents and Trademarks 
Washington, D.C. 20231 



James W. Schilling, Jr. was erroneously named as an inventor in the 
captioned application. James W. Schilling, Jr. is not an inventor of the subject 
matter claimed therein. Accordingly, the undersigned respectfully requests that 
James W. Schilling, Jr. be deleted from the inventorship of the captioned 
application. 



Foley & Lardner 
3000 K Street, N.W. 
Suite 500 

Washington D.C. 20007-5109 
Telephone: (202) 672-5300 
Facsimile: (202)672-5399 



Attorney Docket No. 038602/0132 



Sir: 




002.399803.1 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Attorney Docket No. 038602/0132 



BoxDAC 

Attn: Office of Petitions 

In re patent application of 
HaruhikuKOUHARAetal. 
Serial No. 08/980,523 

Filed: December 1, 1997 mrx-mirr* 
For ADAPTOR PROTEIN FSR2 AND RELATED PRODUCTS 
AND METHODS 

Combined Petition to WUhdraw Abandonment 
Under 37 C.F.R. § l.iaiW 

and . 

Assistant Commissioner for Patents 
Washington, D.C 20231 



Sir: 

n. Signed berebv petitions «- — » - » ~ ^ 
0( aOandontnent in the captioned appiicadon sfcce the appUcatton was no, m 

abandoned. 

FaCtS ^ ;« thP PTO with a specification, claims, 

The captioned application was filed m the PTO with p 

~ u , 1 iqq7 bv virtue of the postcara 
_ , atlH drawines on December 1, 15»/ °y 
abstract, and drawings R A 7^ Application 

acfcnowiedghrg receipt of the same as 

^ Hand*. Kouhara, Taiy SpivaK-Kroizman, James W. SchdUng, 

and Joseph Schlessinger as inventors . 



The PTO issued a Notice to File Missing Parts (the Notice) dated March 3, 
1998, attached as APPENDIX B, requiring Applicants to file, a filing fee and an 
Oath, and gave Applicants two months to respond, which period could be extended 
under 37 C.F.R. § 1.136, up to the final deadline of October 3, 1998. 

Applicants timely filed a Response to the Notice (Response) on September 
2, 1998 including a Combined Declaration and Power of Attorney correctly naming 
Haruhiko Kouhara, Taly Spivak-Kroizman, Irit Lax and Joseph Schlessinger as 
inventors. 1 The Response included Declarations from all of the named inventors 
except Irit Lax. A copy of the filed Response is attached as APPENDIX C. 

Although the Declaration of Irit Lax was missing, the captioned application 
was nonetheless accepted, granted a Serial Number, and passed to the Examiner for 
examination on the merits. Applicants received a filing receipt before the case was 
passed to the Examiner, attached as APPENDIX D. In fact, a Notice of Allowance 
and Issue Fee Due was subsequently issued August 29, 2000, and is attached as 
APPENDIX E. The issue fee will be timely paid. 

Applicants never received a Notice of Abandonment from the PTO 
indicating abandonment of the application for failure to submit a Declaration for Irit 
Lax in response to the Notice. However, Applicants were notified telephonically on 
October 19, 2000 in an interview with Examiner Hiram Berstein that the case was 
abandoned for failure to submit the missing Declaration in response to the Notice. 

Points to be Reviewed 

37 C.F.R. 1.53(f) provides that, where a filing date has been assigned to an 
application filed under 37 C.F.R. § 1.53(b) or 37 C.F.R. § 1.53(d), the Applicant 
will be notified and be given a period of time in which to file the missing fee, oath or 
declaration, and to pay the surcharge due in order to prevent abandonment of the 
application. The time period usually set is 2 months from the date of notification by 
the Patent and Trademark Office. This time period may be extended under 37 



1 James W. Schilling, Jr. is not an inventor as he provided technical assistance to the 

listed inventors. Irit Lax is an inventor of the allowed claims 09/980,523. See concurrently filed 
Change of Inventorship under 37 C.F.R. § 1.48(b). 
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• fin* in reply to such a Notice under 
CFR ., U36(a). * O* « »—» ** " ^.P.E.P. , 
, 7 CFR.51-53(f)"» st,)eeXeCUB< "' ythe .„ ^ a* the captioned 

Lax in response to the Nonce APPENDIX C. Moreover, 37 C.F.K. S 

as demonstrated •* ^ m ^ forwar ded for examination on 

merits -« - »«— «~ *" ^examination » * ** 
forwarded the application to <» * of fc mvenlM s, a»d 

Applicants filed me Response meinour * • ^ for 
JLre, manifest indict that *e « ^ ^ „ wd 

^^Noace. ^^l^respo^tothe^ce. 

-t.c-^'^Tp^F is *= DeCaration of I* 1« as 
S.bmitKd herewith as APPEN ^ ^ 0aths ^ 

nere „ a Declaration snpplementa, - *~ * ^ when received 

^UraUons may he filed as a „. *. M.P E,. i 

«hey will he placed in «- file ^ ^ fflel or considered as 

^ eeMP.EP.l603.0f. 
the papers on file. §eeM.r.c 

Request . uests the Commissioner 

Basedon.eforesoin, ^ " 

uMmi of abandonment in me 
to withdraw a holding or 

respond to the Notice. ^cation was constmctively 

„ however ft. Commissioner finds ft. ftj* ^ ^ ^ , 
abandoned, the nndersignedherehypenuons -Co^^^ ^ ^ 

^370,) to -We 1XS. **~» " „ ^ Note . W 

requirements of 37 C.kk. 3 
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(1) A Declaration by inventor Irit Lax attached as APPENDIX F; 

(2) The Commissioner is hereby authorized to charge a petition fee of 
$1,240.00 set forth in 37 C.F.R. § 1.17(m) to Deposit Account No. 19-0741; and 

(3) The entire delay in filing the required reply from the due date for 
the reply until the filing of the instant petition pursuant to 37 C.F.R. § 1. 137(b) was 
unintentional. 

Accordingly, Applicants believe that the captioned application is not 
abandoned. However, if necessary, the requirements of 37 C.F.R. § 1.137(b) are 
met, and respectfully urge the Commissioner to revive their application. If there are 
any questions regarding this submission, the Patent Office is invited to contact the 
undersigned at the telephone number set forth below. 



FOLEY & LARDNER 
3000 K Street, N.W. 
Suite 500 

Washington, D.C. 20007-5109 
Tel: (202)672-5300 
Fax: (202)672-5399 



Date 



November 22. 2000 




Ho. 
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